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CASE NQ, 06-21311-CIV.MORENOQ/SIMONTON -

PHILIF MORRIS, USA, INC.,
Plaintiff,
V.

WILLIAM W. LEE, an individual dolng
business as KARGO COMPANY, et al.,

Defandants.

JOHN TOMINELLL,
SOUTHEASTERN CARGO SERVICES, INC.
SOUTHEASTERN INTERNATIONAL SERVIGES, INC.

Movants.
!

QRDER ON MOTION FOR PROTECTIVE ORDER
Presently pending before the Court is Movants’ Mnﬁﬁn For Protective Order (DE #

1, filed 5/24/06}. These motions are referred to the undersigned Magistrate Judge (DE #
10). This motion has been fully briefed (DE ## 4, 6, 15, 19, 20}, On August 3, 2006, the
undersigned held a hearing on the muﬂnﬁ. For the reasons stated at the hearing and
below, the motion is granted In part. The motlon Is denled as to the s'ubp'oana directed to
Suutheastern Gargo Services, inc. {hereafter SE Cargo). The motion is granted in part as
to the subpoena directed to SunTrust Baﬁk, which fs fimited to documents contained in
certaln bank accounts subsequently listad.

L Bsckround

A. The Complaint
On December 29, 2005; Plaintiff Philip Marrls {hereafier Phillp Morris) filed a six-

N,

YK
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count Complaint In the undarlying itigation brought in the Western District of Texas
agalnst Daefendant Lea and John Does 1 through 10, alleging three counts of importing
countarfait Marlboro cigarsttes In violation of various prévls]nns of the Lanham Act, 15
U.5.C. §1141(1), 15 U.8.C. §1125(a)(1){A) and 15 U.5.C. §1124 iCnunts 4.3}; one count of
unfawiul importation of goods bearing reglsterad United States Trademarks, In violation
of 18 U.5.C. §1526(a) {Count 4}, one count of infringing reglstered marks in violdtion of
Tex. Bus. & Comm. Code §§16.26 et saq. (Count 5), and one count of unfair competition
In violation of Texas common law {Count 6). The Complaint alleged that Defendants
conspired to import counterfeit Marlboro clgareties lnid tﬁe United States, which
conspiracy ended in October 2003, when the counterfeit cigareiles in quastion were
selzed by United States Customs (Tab 14 10 DE # 6).

B, The Subpoenas

On Aprll 13, 2006, Plaintiff Philip Morris Issued subpoenas to movant Southeastern
Cargo Services, inc. (hereafter SE Cargo), and to SunTrust Bank (Téhs 16and 1810 DE#
6); On April 20, 2008, Plaintiff served the SE Carge subpoena on attorney Barry M. Boren
as both ragistered agent and counsel for SE Cargo (Tab 17 to DE# 6).' On Aprll 25, 2006,
Plaintiff served the subpoena on SunTrust bank (Tab 18 to DE # 6). These subposnas are
the subject of the instant motion for protective order. ,

On Apri! 20, 2008, SunTrust responded to the suhpoeﬁa, indicating that there were

20 accounts containing potantially responsive docs and that it would take months to

1 On November 7, 2003, SE Cargo voluntarlly dissolved as a Florida
corporation (Tab 17 to DE # 8). However, on Septembar 16, 2004, Tominalll, as President
ot SE Cargo, wrote a lettar to Defendant Lee on SE Cargo statlonery, ragarding the
transaction at Issue in the underlying lfigation (Tab 12 to DE # &), Tominelli was the sole
officer and direcior of SE Cargo,
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produce all the documents (Ex 21 to DE # 6; DE # 6 at T{j6-7). On May 2, 2008, Philip
Marrls' counsel called the custodian of records at SunTrust to get a list of the twenty
accounts {DE # € at §7). On May 5, 2006, Philip Morris' counsel received the list. The
twenty relevant accounts wera as follows: 1) Account Number 45007334870 in the name
of Southeastarn Carga Services, inc., Spacial Account; 2) Account Number 45007333124
in the name of North Amerlca Purchase and Trade; 3) Account Number 1000008421439 In
the name of Coast Transportation inc.; 4) Account Numbar 5462531 404559013 in the
name of John Tominelit, 5) Account Number 1000008304527 in the name of Southeastern
International Services Inc.; 6) Account Number 45007318701 in the nama of Southeastern
Cargo Saervices, Inc.; 7) Account Number 45007314718 in the name of Southport CFS
inc.; é) Account Number 45007300449 in the name of Southparl CFS Inc,; 9} Account
Number 45007312694 in the name of Coast Transportation inc.; 10) Account Number
134370 in the name of Southeastern Cargo Services inc.; 11) Account Number

A5007328864 in the name of Eura Caribe Shipping Lines Ine.; 12) Actount Number

1000009304535 In the name of Southsastern international Services Inc. Special Account;

13) Account Number 45007334748 [n tha nama of Roco Tobacco USA Inc.; 14) Account
Number 45006560525 in tha name of Lauren Tominalll AME Johs Tominalli; 15) Account
Nurmber 45006560503 in the name of John Tominalll or Pauling Tominelil; 16) Account

Number 846840004560 in the name of Robert A, Tominelli and Pauline Tominelli; 17)

Account Number 84008859010 in the nérna of Robert A. Tominellt or Pauling Tominelll or

John Tominelil or Robert Tominall, Jr.; 18) Account Number 1000008421405 in the name

2 Movants attached ta thair Motion for Profective Order letters datad April 27, 2006
sent by SunTrust to Coast Transportation, Inc. and to Defendants SE intarnational and
Tomineitt notifying tham of the Philip Morris subpoena {Exs. 57 1o DE # 1).

a
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of Lauren Tominalil AMB John Tominaill; 18} Account Number 1‘00000342;1 397 in the
name of John Tomineili or Pauline Tominelli; and20) Account Numbar 45002850082 In
the name of John Tomtnelli or Pauting Tominalll, |

C. The Amended Complaint

On April 27, 2008, Plaintitf and Defendant Les filed a Joint motion in the underlying
litigation to amand pleadings and to join additional defendants (Tab 19 toc DE# 8). On
May 9, 2006, tha District Court in the underlving iitigation grante-d the joint motion (Tab 18
to DE # 8). Plaintitfs six-count First Amended Complaint in the underlying Iitigation
allegad three counis of Importing counterfelt Marlboro cigarettes In violation of various
pravisions of the Lanham Act, 15 U.S.C. §1141(1); 15 U.S.C. §1425(a)(1)(A) and 15 U.S.C.
§1124 (Counts 1.-3}; one count of unlawtul Importation of goods bearing registered United
States Trademarks, in viciation of 19 U.8.C. §1526(a) (Caunt 4); one count of lm‘rlnglng‘
registered marks fn violation of Tex. Bus, & Comm. Cn&e §§16.26 et seq. (Count 5); and.
one count of unfair competition In violation of Texas comwnon law [Count 6). The First
Amended Complaint named movants John Tominelli and SE Cargo as Dafendants. The
First Amended Complaint alleged that Defendants conspired fo jimport countesfait
Marlboro cigarettes Into the United States, which conspiracy anded in October 2003,
when tha counterfolt cigarettes In question were selzed by United States Customs {Taﬁ 2

to DE #6).°

? Defendant Willlam Lee also filed a three count ¢ross-clalm in the underlying
litigation against the other Defendants named In the First Amended Complaint, including
movants Tominelll and SE Cargo, alieging fraud, breach of contract and negligance. In
this cross-claim, Lee alleged that in the summer of 2003, he was first approached
regarding importatlon of the counterfat cigarettes at issus. Lee contends that all Cross-
Defendants knew the cigarettes at Issus were counterfeit but dld not Inform him of that
fact. In his cross-clalm, Lee specifically contends that SE Cargo failad to adequataly

4
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D. The Alleged Conspiracy

Philip Morris alleges that in August 2003, Defendant Guerra International Traders
of El Paso, inc. exacuted a purchaée order to acqulre 11760 master cases of counterfalt
Marlboro’s from Defendant Kagro Company, owned 2nd operated by Defendant Lee (Ex 5
to DE # 6). The purchase order was to be fulfilled over the course of one year by twelve
monthly shipments of 980 master cases ¢ach, ft;nr a total price of §$4,057,200.

in connection with this trans_actlon, Defendant Lee agreed to purchase containers
Ivaded with cigareties from Defendant Synergy"rrading Group, ine., a Florida
corporation, By agreement, Tominelli, acting on behalf of SE Cargo, was to inspect the
counterfelt cigarettes in a warehouse in Curacao in late August 2003, and clear them for
shipmeant into the United States. Once SE Cargo i;sued the inspection report, Defendant
Lee was to wire paymant in full for the shipment into SE Cargo’s account at SunTrust
Bank (Ex & fo DE # 6).

_ To fuHill its irst monthty delivery under the purchése order, Lee and the co-
consﬁirators imported into the United States, via the Port of Houston, & total of7978
Master cases (8,780,000 individual cigarettes) of counterfelt Marlboros (Ex 6 to DE # 6).
Tominelll Inspected this shipment In Curacac, and Issued a report on SE Carge
letterhead that the cigarettes fuifilled the requirements for importation (Exs 7 and & to DE
#6). In payment for this service, Lee wired nearly $250,000 Into SE Carge’s Suntrust
account (Exs 3, 4, 6 to DE # 6). For the anticipated second of the twelve shipments,

Defendant Synergy Instructed Lee to wirg purchasé money into the SunTrust account of

inspect the cigarettes at issue in Curacao before importation into the United States, even
though SE Cargo had a contract to do so and claimed to have inspected the cigarettes
{Tab 13 to DE # 6).
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SE International, not SE Cargo (Ex 9 to DE # 8).

On or about October 10, 2003, Customs seized the initlal shipment (Ex 10 to DE #
8). |

In September 2004, Lee complained o Tominelii and SE Cﬁrgo about their failure
to inspect the cigarettes for genuineness {Ex 11 to DE # 6). Tominelli responded that he
was responsible for inspecting only quality, guantity and freshness, not genuineness (Ex
12 to DE # 6).

On May 24, 2008, mavants filed the Instant motion.*

Il. The Instant Motion

A. Movani's Position

Movants ohject to the subpoenas as overbroad and requesting documents which
are not relevant to the underiving lawsuit. Movants characterizé the subpoenasas a
fishing expedition by Philip Morris.

Movants stated that SE Cérgn was, and SE Internafional is, engaged In business of
storing and maintaining goods imported to US, operating out of a2 warehouse in the Port
Everglades Free Trade Zong (DE # 1).

As to the SE Cargo subpoena, movants state that they have produced numerous
responsive documents. Movants request that the subpoenas be narrowed as follows: to
the relevant time frame, from July 2003 to September 2004; fo the relevant product,
Phillip Marris cigarettes, and to the relavant parties In the fransactlon, the partles named

In the Amended Complaint {DE # 15). Specifically, movants contend that the subpoena to

1 On August 5, 2002, Southeast Internaiional Services, Inc, (hereafter SE
International), incorporated in Fiarida and is actlve today. Tominelli, a3 Florida resident, is
the sale officer and director of SE International.

6
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SE Cargo requires the production of every document created by SE Cargo, SE
International or by Tominelli and all Individual and corporate financial records for the
period from January 1, 2onb, almost four years before the transaction at issue, to date,
Movants object that Philip Morris asks for information regarding trademarks and
cigarettes made by its competitors and by other manufacturers not parties ta the case.
Movants also claim that Philip Morris is a dlrect'compeﬂtor of every cigarette campany
that tfransporied cigarettes into the United States through the SE entities warehouse, and
that allowing Philip Morris to examine all of these transactions for five and one-half years,
including almost four years before the transaction at issue, would violate the rights of
Phllip Morris' competitors to keep their records confldential (DE # 1) .

As to the subpoena addressed to SunTrust, movants state that they have turned
over ta Phillp Morrls copies of all the wire transfers and checks that relate to this
transaction. Movants assert that the only account involved in the transaction .at issue in
-the underlying litigation was SE Cargo’s special account, Account Number
0045007334870 (DE # 16). Movants state that, therefore, thers is no justification tg
require the production of any banking record from January 1, 2000 to date related to

‘ Tominelli, including Tominelli's personal account; Tominalli's mother’s accounts;
Tominelli’'s children’s accounts; businesses that alleged‘ly had no part in this transaction,
such as Coast Transportation, inc., Roco Tobacco USA, Inc., Southport CFS, Inc;, North
America Purchase and Trade, Eurg Caribe Shipping Lines, inc., and businesses which
Tominelli doas not own or conirol {DE # 15), Movants argue that Tominelii’s personal
financial and banking information, including information about businesses he is involved

in that have no re!ationship to: 1) the transaction at issue; 2) cigarettes; 3) importing; or
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4) the storage of goods, is not relevant to the underiying litigation {DE # 1).

Movant claim that they Have produced documents for all relevant transactions,
and that if any other transactions become relevant later, they can produce relevant .
documents at that time {DE # 15).

B. Philip Marris’ Position®

As 1othe SE Cargo subpoena, Philip Morris ¢contends that movants have nat
shown that the subpoenas are unduly burdensome, as they have failed to show undue
burden with the required particufarity.

As to the SunTrust subpoena, SunTrust has responded to the subpoena and has
not made objection that the subpoana is unduly burdensome, and movants, as third
parties, cannot raise this objection. Sse Auto-Owners Ins. Co. v. Southeast Floating
Docks, Inc., 231 F.R.D. 426, 429 (M.D. Fa, 2005).

Philip Morris also argues that the subpoenas seek relevant evidence or are

. reasonably calculated tolaad to the discovery of admissible evidence. Phillp Morris
alleges that Defendants Tominelli and SE Cargo are involvad in a knowing and ongoing
pattern of counterfeit cigarette trafficking. Philip Morris contends that It Is entitled to
documents dating back to January 1, 2000 because those documents may show that
Defendants Tominelli and SE Cargo participated, with some of the same participants In
this case, in prior or subsequent transactions which are similar to the fransaction at

issue In the underlying litigation. This evidence would go to the knowledge of

* Philip Morris notes that on June 23, 2006, Philip Morris and movants agreed (o
resclve all the issues raised in the motion with the exception of the issues relating to the
Roco Tobacco account at SunTrust Bank. Howsver, a week later, movants withdrew from
the agreement.
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Defendants Tominelli and SE Cargo that the clgarettes at issue in the underlying litigation
were counterfeit, which is relevant to damagas under the Lanham Act.

A Philip Marris further contends that three years prior to the 2003 transaction is a
reasanable amounf of time to produce documents, and that movants have not made a
shawing that producing documents for the period beginning January 1, 2000 would be an
undue burden. Philip Morris also notes that the Magistrate Judge in the underlylng
litigation has upheld a subpoena for documents dating back to January 1, 2000.

Philip Morris states that any issues of confidentiality may be resolved by the entry
of a proteciive order, and that it has already provided a draft confldentiality order to
movants. Philip Morris also notes that movants have shown no prl;:i!ege or privacy
interest in the documents requestad in the SE Cargo subpoena. They haven't filed a
privilege Iog. There is no privilege or privacy interest under federal law in the bank and
telephone records requgsted. Any objectibns based on privilege or privacy interests
muét be described in detail, and movants have not done so.

Phillp Morris also contands that the SunTrust records are relevant and
discoverable. Defandant Lee wlrad $250,000.00 to SE Cargo’s SunTrust account in
connection with the first shiprment.

Movants do not have standing to challenge the SunTrust subpoéna- except where
they allege a personal right or privilege. See Brown v. Braddick, 595 F.2d 961, 887 (5th
Cir. 1979). ‘There Is no privacy interest or privilege preciuding discovery of bank recards
pursuant to a federal subpoena. See United States v. Cimino, 219 F.R.D, 895, 696 (N.D,
Fla. 2003). Movants have provided no evidence df any personal right or any reasdnable

expectation of privacy.
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At the hearling, Philip Morris agreed to limit the SunTrust subpoena so as not to
request the banking records of the joint accounts af Tominelll snd various family

members.

{il. Analysis

tnitially, the undersigned will not recommend to the District Court that this motion
be transferred to the United States District Court for the Western District of Texas. There
is authority for transferring this motion to the Court handling the underlying fitigation,
especially where two of the three movants are defendants in the underlying case. This
would limit the possibility for divergent discovery rulings concerning the same issues.
Howaever , the parties to this motion have put in a significant amount of effort over more
than two months regarding this motion, and transfer to Texas might lead ta further delay.
Moreover, while Philip Morris has consented to the transfer, movants do not so consent.
Therefore, this Court will consider this motion on the merits,®

However, in rull‘ng on movants' arguments regarding the relevance of the
documents requested in the subposnas, the undarsigned.wlll take a broad view of what is
relevant. A local court whose only cbnnectton with an action elsewhere is ruling whether
documents requested In a subpoena are relevant should be hesitant to pass judgment on
what constitutes relevant evidence, See E.I DuPont de Nemours and Co. v. Deering
Milliken Research Corp.. 72 E.R.D. 440, 442-43 (D. Dei. 1976).

Moreaver, the undersigned has some guldance frorn the Court hearing the

underlying litigation. The District Court in the underiylng litigation has denied a motion to

€ The undersigned also rejects the procedural arguments for and against the
molion made by bath Philip Morris and movants. :

10
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guash subpoena filad by Defendant Raul Martinez, 1ll. The subpoena served oﬁ
Defendant Martinez is virtually identical to the subpoena served on Defendant SE Cargo.
The Court conducted a hearing, denied the motion to gquash in ifs entirety, and ordered
the subpoenaed documents praduced.

The undersigned finds that the SE Cargo subpoena seeks relevant documents and
is not overbroad. Philip Morris Is entitled to discover whether Defendants SE Cargo and
Tominelli participated in prior and/or subsequent importation of counterfeit cigarettes.
This is relevant to proving the wilfuiness and knoﬁladge of Defendants SE Cargo and
Tominelli in the attempted importation of counterfeit cigarettes which is the subject of the
underlylng litigation.

Thus, the SE Cargo subpoena is not overbroad in time. Philip Morris is entitiad to
ask for documents for the three and one-half years before the transaction at Issue in the
underlying litigation, which Is a reasonable perlod for discovery in this type of litigation.
In making this finding, the undersigned relies heavily on the ruling of the Court hearing
the underlying litigation in denying a motion to quésh a subpoena reqﬁestlng documents
for a period beginning January 1, 2000. | |

The SE Cargo subpoena is also nat overbroad as te product, since it seeks anly
documents regarding clgarettes, SE Cargo’s involvement with the impqrtation of any
counterfeit cigareties, not just Philip Morris products, is relevant to the underiying
litigation, since It may lead to admissible evidence concerning the knowledge and intant
of Defendants SE Cargo and Tominelli in the underlying transaction.

Finally, the subpoena is not overﬁroad as to persons. Phillp Morris has a right to

discover SE Cargo’s involvement with all personé involved in the transactloh at issue In

11
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the underlying litigation, and not just with the Defendants named by Philip Morris in the
Amended Complaint.”

The undersigned rejects movants’ arguments of undue burden for failure to
provide sufficient evidence. Movants have not provided any evidence of undue burdan,
such as an affidavit either by Tominelli or by SE Cargo's records custodian, but rely only
on the argument of counsal, which Is not sufficient. Morgover, movants’ counsel made
new arguments on this issue for the first time at the hearing.

Movants’ confidentlality argument is also not well taken. If movants have any
serious concerns about keeping discovered materlal confldential, they may consult with
Philip Morrls and enter into a confidentiality order. Inasmuch as Philip Morris, SE Cargo
and Tominelli are all parties In the underlying litigation, any confidentiality order shall be
entered in the underlying litigation In the United States District Court for the Western
District of Texas.

As to the SunTrust subpoena, Philip Morris is entitled to Information on the bank
accounts used by Defendants SE Cargo and Tominelli, as well as the bank accounts
used by SE international, which appears to be the successor corporation to SE Cargo.

The undersigned also finds that because SE Cargo claims that many responsive
documents have been destroyed by the effects of Hurricane Witma, the subpoena to
SunTrust should be given broad effect to insure that all relevant documents are turned

over to Philip Morris.

Furthermore, as movants have not shawn how they have standing to move for 2

7 While Philip Morris agreed at the hearing not to seek enforcement of paragraph
30 of the SE Cargo subpoena, the undersigned has examined the SE Cargo subpoena,
which does not contain a paragraph 30, ending at paragraph 29.

12
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protectlve order concerning barntk accounts for the following entities: North America
Purchase and Trade; Coast Transportatian Inc.; Southport CFS Inc.; Euro Caribe
Shipping Lines Inc., and Roco Tobacco USA Ihc., and these corporations have not either
filed a motion for protective order or joined in the instant motion, the undersigned finds
that movanis do not have standing to move for a protfective arder as to these entities.

However, as Philip Morris has agreed at the hearing not to pursue the records of
the parsonal accounts of Tominelli's family, the SunTrust subpoena shall be quashaed as
to those accounts,

Therefore, for the reasons stated above and at the hearing, it is hereby

ORDERED AND ADJUDGED that Movants’ Motion For Protective Order (DE # 1,

filed 5/24/08), is GRANTED in hart.

On or before August 23, 2006, SE Cargo shall provide Philip Morris with all
documents in its possession, custody and control which are responsive to the subposna
at Issue here. |

The subpoena directad at SunTrust is quashed as to the following accounts:
Account Number 45006580525 in the name of Lauren Tominellii AMB John Tominelli;
Account Number 45006560503 in the name of John Tominelli or Pauline Tominelli;
Account Number 8408400080560 in the name of Rehert A. Tominelll and Pauline
Tominelli; Account Number 84008853010 in the nama of Robert A. Tominelll or Pauline
Tominalli or John Tominelll or Robert Tominelll, Jr.; Account Number 1000008421405 in
the name of Lauren Tominelli AMB John Tominelli; Account Number 1000008421397 in

the name of John Torninelli or Pauline Tominelli; and Account Number 45002850082 in

13
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the name of John Tominelli or Pauline Tomineill.

. ‘j )
PONE AND ORDERED in Miami, Florida, on this 2, day of August, 2000.

/4’://%0//,? W{;/ﬁ/,ﬁ

ANDREA M. SIMONTON
UNITED STATES MAGISTRATE JUDGE

Copies servad on
The Honorable Federico A. Moreno,
. Unlted States District Judge
Carl H. Green, Esq.
Fax: 915-541-1597
(Counsel for Plaintiff)
Mark Blurnstein, Esq.,
Fax: 954-958-2513
{Counsel for Plaintiff)
Barry M, Boren, Esq.
Fax: 305-670-9672
{Counse] for Movants)
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